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DETAILED ACTION 
Request for Continued Examination 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/29/2007 has been entered. 

Response to Arguments 

Applicants' arguments filed October 29, 2007, have been fully considered but 
they are not persuasive. 

In particular, Applicants argue that, with regards to the rejections of the claims 
over Suzuki and Senn, the Examiner has used improper hindsight in constructing an 
obviousness rejection. The Examiner notes that it must be recognized that any 
judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). In the instant case, the motivation for combining the Suzuki and Senn 
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references lies in the fact that Suzuki et al. teaches the advantages of combining an 
insecticide and herbicide to provide beneficial insecticidal, weed-killing and reduced 
phytotoxicity effects, whereas Senn et al. teaches known methods for the application 
and use of the insecticide used in the composition of Suzuki et al. Thus, one of ordinary 
skill in the art would have been motivated to provide the combination as taught by 
Suzuki et al, in the methods of Senn et al, with the expectation of further enhancing the 
methods by adding weed-killing effects with reduced phytotoxicity. 

Applicants also argue that the machine-generated translation of the Suzuki 
reference is inadequate as a reference because the translation is "so full of sentence 
fragments and gibberish, that it is not understandable". Applicants object to the 
Examiner's use of such a machine-generated translation on the basis that the MPEP 
does not specifically teach that such translations are suitable for use as a basis for 
making rejections. 

The Examiner notes that machine-translated versions of Japanese patent 
applications are widely used by the Office in making rejections over the prior art. The 
use of these translations is highly cost-effective and efficient compared to human 
translations, due to their easy accessibility via the Japanese Patent Office web site. In 
fact, such machine-translations are the default format supplied by the USPTO 
translation office to Examiners requesting translations of Japanese patent documents. 
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Furthermore, a human translation of the Japanese document used as a 
reference is being supplied herein. 

It is further noted that that Applicants have amended claim 1, which is sufficient 
to overcome the 35 USC 102(b) rejection over Suzuki et al. because the reference does 
not teach applying the chloronicotinyl insecticide to seeds of a plant. Due to Applicants 
amendments, please see the new grounds of rejection given below. 



Claim Rejections - 35 U.S.C. § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6, 8-9, 11-16 rejected under 35 U.S.C. 103(a) as being unpatentable 

over JP 05-139921 to Suzuki et al, published June 8, 1993 (a translation of the JP 

reference is being referred to herein) in view of WO 01/26468 to Senn et al, published 

April 19, 2001. 

Suzuki et al. teaches a granule for control of noxious organisms that combines 1- 
(6-chloro-3-pyridylmethy)-N-nitroimidazolidine-2 indeneamine (imidacloprid, a 
chloronicotinyl insecticide) with a sulfonylurea herbicide (see paragraph 0004, in 
particular). Suzuki et al. teaches that the granule can be used to control insect pests 
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and weeds in rice paddy fields, in particular (see paragraph 0007, in particular). Suzuki 
et al. also teaches that the combination not only provides insecticidal and herbicidal 
activity, but that it also reduces the phytotoxicity to the plant that would otherwise be 
cause by the application of the herbicide (see paragraph 0009, in particular). 

Accordingly, it is considered that Suzuki et al. teaches a method of reducing 
phytotoxicity to a plant caused by a herbicide application to the plant comprising 
applying to the plant locus a composition comprising a chloronicotinyl insecticide, and 
applying to the plant locus a herbicidal composition that is a sulfonylurea. 

Regarding claims 2-3, Suzuki et al. teaches the application of the granules for the 
treatment of rice, which is a monocotyledon crop plant, as recited in the claims. 

Regarding claims 6 and 16, Suzuki et al. teaches providing the insecticide 1-(6- 
chloro-3-pyridylmethy)-N-nitroimidazolidine-2 indeneamine, which is a chloronicotinyl 
insecticide having the formula (I) as claimed, as well as the formula as recited in claim 
16. 

Suzuki et al. does not specifically teach that the herbicide is applied to the soil of 
the plant locus or to the foliage of the plant locus, as recited in claims 4-5. Suzuki et al. 
also does not specifically teach that the insecticide is applied to the seed of the plant or 
as a pre- or post-emergent treatment, as recited in claims 1 and 7-9. Suzuki et al. also 
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does not specifically teach applying the composition to a crop plant that is maize or 
corn, as in claim 12, or applying to a corn seed as in claim 12, or in the amount as in 
claim 13. Suzuki et al. also does not specifically teach providing the soil temperature at 
the plant locus that is recited in claims 14-15. 

Senn et al. teaches that plant growth can be improved by applying compounds 
having the formula (I) (see abstract, in particular), which includes the insecticide 
imidacloprid (see page 3, in particular), the same compound as taught by Suzuki et al. 
Senn et al. teaches that the compounds not only provide pesticidal activity, but also 
enhance plant growth (see page 4, in particular). 

Regarding claims 4-5, Senn et al. teaches that it is known to apply the 
insecticide/growth enhancer to the leaves of the plant (foliage) or to the soil (see 
paragraph bridging pages 7-8, in particular). Regarding claims 7-9, Senn et al. teaches 
that is it known to apply the insecticide/growth enhancer to the seed of the plant, which 
is a pre-emergent treatment, as well as to the plant itself, which is a post-emergent 
treatment (see paragraph bridging pages 7-8 and page 8, second and third full 
paragraphs, in particular). 

Regarding claims 11-12, Senn et al. teaches that it is known to apply the 
insecticide/growth enhancer to the seeds of the plants, as discussed above, and that 
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suitable plants that can be treated by the insectide/growth enhancer include cereals 
such as maize and rice (see page 5, first full paragraph, in particular). 

Regarding claim 13, Senn et al. teaches that the insecticide/growth enhancer can 
be applied in a concentration of from 0.1 to 1000 ppm (see page 7, in particular), and 
can also be applied at a rate of application of from 0.0005 to 1 kg per 100 kg of material 
to be protected (e.g., plant propagation material). Furthermore, it is considered that one 
of ordinary skill in the art at the time the invention was made would have found it 
obvious to vary and/or optimize the amount of the insecticide/growth enhancer 
composition provided to the plant locus, according to the guidance provided by Senn et 
al, to provide a composition having desired properties. It is noted that "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover 
the optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 
456, 105 USPQ 233, 235 (CCPA 1955). 

Regarding claims 14-15, Senn et al. teaches that it is known to apply the 
compound to the soil at the plant locus (see paragraph bridging pages 7-8, in 
particular), and accordingly it is considered that one of ordinary skill in the art at the time 
the invention was made would have found it obvious to apply the composition to soil at 
the native or outdoors temperature of the soil, including temperatures of from 4°C to 
25°C, or about 10°C to about 20°C, with the expectation of achieving insecticidal effects 
as well as plant growth enhancement. It is noted that "[W]here the general conditions of 
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a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA1955). 

Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to apply the composition of Suzuki et 
al. in the methods of Senn et al, because Suzuki et al. teaches the advantages of 
combining an insecticide and herbicide to provide beneficial insecticidal, weed-killing 
and reduced phytotoxicity effects, whereas Senn et al. teaches known methods for the 
application and use of the insecticide used in the composition of Suzuki et al. Thus, one 
of ordinary skill in the art would have been motivated to provide the combination as 
taught by Suzuki et al, in the methods of Senn et al, with the expectation of further 
enhancing the methods by adding weed-killing effects with reduced phytotoxicity. 

Conclusion 

No claims are allowed. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Renee Claytor whose telephone number is 571-272- 
8394. The examiner can normally be reached on M-F 8:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Renee Claytor 




